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DETAILED ACTION 



1 . This action is responsive to communications: Application filed on 9/16/2003 and 
IDS filed on 09/01/2005. 

2. Claims 1-32 are pending in the case. Claims 1, 14, 18, 21, and 25 are 
independent claims. 



Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on 09/01/2005 has been 
considered by the Examiner. 



Specification 

4. The abstract of the disclosure is objected to because it contains reference 
numbers in parenthesis, i.e. SOLx system (1700). 

Correction is required. See MPEP § 608.01(b). 



Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
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1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claim1-32 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-32 of U.S. Patent No. 6,986,104. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the only difference the instant claims and the patented claims is 
patented claims are narrower where as instant claims are broad. However all the 
limitations of instant claims are covered by patented claims. Therefore it would have 
been obvious for a person with ordinary skill in the art at the time the invention was 
made to broaden the scope of the invention by removing message conversion 
technique of patented claims because it provides broader coverage that is always 
desired. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 



Application/Control Number: 10/663,339 Page 4 

Art Unit: 2624 

applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 

8. Claim 21 is rejected under 35 U.S.C. 102(e) as being anticipated by Davis et 
al. (USPN 6,829,759 B1 - filed 10/1999). 
Regarding independent claim 21, Davis discloses: 

A method for use in transforming information between first and second different 
semantic environments, said first semantic environment differing from said second 
semantic environment with respect to one of linguistics and syntax relating to the 
subject matter under consideration (Davis on col. 5, lines 20-24 and lines 37-40 teaches 
translation of language file from first device to another device), said method comprising 
the steps of: 

obtaining input information in a first form reflecting said first semantic 
environment (on col. 7, lines 7-15 teaches loading files to be translated by the 
translation tool); 

using a computer-based processing tool (on col. 7, lines 7-15 teaches translation 
tool) to generate processed information, said processed information including first 
content corresponding to said input information and second content, provided by said 
computer-based processing tool, regarding a context of a portion of said first content for 
use in transforming said input information between said first and second semantic 
environments (on col. 5, lines 20-40 teaches the translation system may convert 
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language file for one device into a language file of another device; on col. 7, lines 7-33 
teaches translation tool and accessing translation files to be reanalyzed and 
retranslated); and 

converting said processed information into a second form reflecting said second 
semantic environment (col. 5, lines 20-40 teaches converting language file to another 
language file). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

10. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Davis et al. (USPN 6,829,759 B1 - filed 10/1999) in view of Chiu et al. (USPN 
6,035,121 - filed 07/1997). 

Regarding independent claim 1 , Davis discloses: 

A method for use in facilitating electronic communication between first and second user 
systems that operate in first and second different semantic environments, said first 
semantic environment differing from said second semantic environment with respect to 
at least one of linguistics and syntax relating to the subject matter of an electronic 
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communication under consideration (Davis on col. 5, lines 20-24 and lines 37-40 
teaches translation of language file from first device to another device), said method 
comprising the steps of: 

providing a computer-based processing tool operating on a computer system 
(Davis on col. 7, lines 7-15 teaches translation tool); 

accessing via said computer system a first quantity of information reflecting said 
first semantic environment of said first user system, said quantity of information defining 
a first database (Davis on col. 3, lines 54-60 teaches data storage including data files 
and on col. 5, lines 20-40 and on col. 7, lines 7-15 teaches loading files to be translated 
by the translation tool); 

identify a set of semantic elements that at least partially define said first semantic 
environment (Davis on col. 5, lines 58-60 teaches the parser identifies source elements 
and on col. 6, lines 22-32 teaches source elements identified by the analyzer to be 
translated into translation elements); 

accessing a second quantity of information reflecting said first semantic 
environment, said second quantity of information relating to said electronic 
communication under consideration (Davis on col. 7, lines 25-33 teaches accessing 
translation files); 

second operating said computer-based processing tool to process said second 
quantity of information relative to said identified set of semantic elements so as to 
convert at least a portion of said second quantity of information into a semantic 
environment, thereby providing one or more converted semantic elements (Davis on 
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col. 5, lines 20-40 teaches the translation system may convert language file for one 
device into a language file of another device; on col. 7, lines 7-33 teaches translation 
tool and accessing translation files to be reanalyzed and retranslated); and 
using said converted semantic elements to process said electronic 
communication under consideration (Davis on col. 6, lines 21-26 teaches translation 
elements). 

However, Davis does not explicitly disclose "convert portion of first document into 
third semantic environment". 

Davis translation system is capable of translating a language file from a first 
device into a different language file from a second device (on col. 5, lines 20-40). 
Furthermore, Davis discloses the translation tool loading translation machine description 
for the source and targets devices (col. 7, lines 7-15). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to provide the translation of files for multiple target devices 
incorporated as the third semantic environment in order to enhance the translation 
environment via network. 

However, Davis does not explicitly disclose "computer-based processing tool 
using said database". 

Chiu discloses translation tool supplied with the resource database, on col. 6, 
lines 46-47. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified Chiu into Davis to provide a translation tool that 
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uses the resource database, as taught by Chiu, incorporated into the data store of 
Davis, in order to enhance the translation system to translate one language to another 
language. 

Regarding dependent claim 2, Davis discloses "files from the first user system", on 
col. 5, lines 20-40 teaches language file from first device. 

Regarding dependent claim 3, Davis discloses "quantity information includes an order 
form or other business form", on col. 6, line 50 teaches information represented by a 
form. 

Regarding dependent claim 4, Davis discloses "content of said database is parsed 
into first number of objects and semantic elements includes second number of 
elements, where first number is different than said second number", on col. 5, lines 58- 
60 teaches a parser generates a list of source elements and on col. 6, lines 21-29 
teaches translation elements converted from source elements. 
Regarding dependent claim 5, Davis discloses "analyzing a content of said database 
to provide a set of objects and defining the semantic elements based on the objects", on 
col. 7, lines 7-33 teaches analyzing source and target files and identifying source 
elements to perform translation. 

Regarding dependent claim 6, Davis discloses "minimized set that encompasses all of 
the objects of the set of objects, said minimized set having a first number of semantic 
elements that is less than a second number of objects of said set of objects", on col. 3, 
line 60 - col. 4, line 4 teaches specifying objects from source elements. 
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Regarding dependent claim 7, Davis discloses "set of objects includes a first object 
and a second object, where each of said first and second objects corresponds to one 
semantic element of said set of semantic elements ", on col. 3, line 60 - col. 4, line 4 
teaches objects corresponds to the source elements to be translated. 
Regarding dependent claim 8, Davis discloses "different computer systems", on col. 5, 
lines 20-40 teaches translation operation can be performed on different devices. 
Regarding dependent claim 9, Davis discloses "the third semantic environment is 
different than the first and second semantic environments", on col. 5, lines 20-40 
teaches the translation system may convert language file for one device into a language 
file of another device and on col. 7, lines 25-33 teaches the translation files can be 
reanalyzed and retranslated. 

Regarding dependent claim 10, Davis discloses "third semantic environment is 
defined by a standardized lexicon and standardized syntax rules relating to the subject 
matter of electronic communication under consideration, on col. 9, line 61 - col. 1 0, line 
6 teaches translation rules. 

Regarding dependent claim 11, Davis discloses "translating said converted semantic 
elements from one language into another", on col. 5, lines 20-40 teaches translation 
form one language file to another language file. 

Regarding dependent claims 12-13, Davis discloses "converted elements reduces 
and increases the total number of elements involved", on col. 6, lines 53-58 teaches 
elements in the source file and translation files are aligned to determine association. 



Application/Control Number: 10/663,339 Page 10 

Art Unit: 2624 

1 1 . Claims 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Davis et al. (USPN 6,829,759 B1 - filed 10/1999). 
Regarding independent claim 14, Davis discloses: 

A method for use in facilitating electronic communication between first and second user 
systems that operate in first and second different semantic environments, said first 
semantic environment differing from said second semantic environment with respect to 
at least one of linguistics and syntax relating to the subject matter of an electronic 
communication under consideration (Davis on col. 5, lines 20-24 and lines 37-40 
teaches translation of language file from first device to another device) , said method 
comprising the steps of: 

providing a computer-based processing tool operating on a computer system 
(Davis on col. 7, lines 7-15 teaches translation tool); 

first using said computer-based processing tool to access said communication 
reflecting said first semantic environment (Davis on col. 5, lines 20-40 and on col. 7, 
lines 7-15 teaches loading files to be translated by the translation tool) and convert at 
least a portion of said first document into a semantic environment that is different from 
both said first semantic environment and said second semantic environment (Davis on 
col. 5, lines 20-40 teaches the translation system may convert language file for one 
device into a language file of another device; on col. 7, lines 25-33 teaches translation 
tool and accessing translation files to be reanalyzed and retranslated); 
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second using said converted portion of said first document to process said 
electronic communication under consideration (Davis on col. 6, lines 21-26 teaches 
translation elements). 

However, Davis does not explicitly disclose "convert portion of first document into 
third semantic environment". 

Davis translation system is capable of translating a language file from a first 
device into a different language file from a second device (on col. 5, lines 20-40). 
Furthermore, Davis discloses the translation tool loading translation machine description 
for the source and targets devices (col. 7, lines 7-15). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to provide the translation of files for multiple target devices 
incorporated as the third semantic environment in order to enhance the translation 
environment via network. 

Regarding dependent claim 15, Davis discloses "third semantic environment is 
defined by a standardized lexicon and standardized syntax rules relating to the subject 
matter of electronic communication under consideration, on col. 9, line 61 - col. 10, line 
6 teaches translation rules. 

Regarding dependent claim 16, Davis discloses "analyzing a content of said database 
to provide a set of objects and defining the semantic elements based on the objects", on 
col. 7, lines 7-33 teaches analyzing source and target files and identifying source 
elements to perform translation. 
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Regarding dependent claim 17, Davis discloses "quantity information includes an 
order form or other business form", on col. 6, line 50 teaches information represented by 
a form. 

12. Claims 18-20 and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Davis et al. (USPN 6,829,759 B1 - filed 10/1999) in view DeRose 
et al. (USPN 6,546,406 B1 - filed 11/1998). 
Regarding independent claim 18, Davis discloses: 

A method for use in standardizing electronic business content relating to a given subject 
matter, comprising the steps of: 

first providing a computer-based analysis tool (Davis on col. 7, lines 7-15 
teaches translation tool) ; 

second providing a database of information reflecting a first semantic 
environment (Davis on col. 3, lines 54-60 teaches data storage including data files); 

first using said computer-based processing tool to parse content of the database 
into a set of chunks (Davis on col. 3, lines 54-60 teaches data storage including data 
files and on col. 5, lines 20-40; on col. 7, lines 7-15 teaches loading files to be translated 
by the translation tool); and on col. 5, lines 58-60 teaches the parser) and provide a 
user interface that can be used to select specific ones of said chunks for processing 
(Davis on col. 7, lines 25-33 teaches translation files displayed on the user interface to 
reviewed by the user); 
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second using said computer-based processing tool for defining a standardized 
semantic environment including a set of standardized semantic elements (Davis on col. 
7, lines 7-33 teaches using translation tool). 

However, Davis does not explicitly disclose "map selected chunk to a 
standardized semantic element" and "set of chunks are mapped into said set of 
standardized semantic elements". 

DeRose discloses the conversion of different languages and using a mapping 
table to map elements from one markup language to elements of another markup 
language (on col. 5, lines 1-35). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified DeRose into Davis to provide a way to map 
elements from the conversion of languages, as taught by DeRose, incorporated into the 
translation system of Davis, in order to simplify the translation process between markup 
languages. 

Regarding dependent claims 19-20, Davis discloses "using said user interface to 
graphically represent a status relative", on col. 7, lines 25-33 teaches user interface to 
display translation files to the user for review. 

DeRose discloses mapping elements from one markup language to elements of 
another markup language (on col. 5, lines 1-35). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified DeRose into Davis to provide a way to map 
elements from the conversion of languages, as taught by DeRose, incorporated into the 
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translation system of Davis, in order to simplify the translation process between markup 
languages. 

Regarding dependent claims 22-24, DeRose discloses "tags", on col. 8, lines 48-65 
teaches tags associated with elements. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified DeRose into Davis to provide a way to map 
elements from the conversion of languages, as taught by DeRose, incorporated into the 
translation system of Davis, in order to simplify the translation process between markup 
languages. 

13. Claims 25-32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Davis et al. (USPN 6,829,759 B1 - filed 10/1999) in view of Horiguchi et al. 
(USPN 6,330,530 B1 - filed 10/1999). 

Regarding independent claim 25 and (claims 26-29), Davis discloses: 
A method for use in transforming information for exchange between first and second 
user systems that operate in first and second different semantic environments, said first 
semantic environment differing from said second semantic environment with respect to 
one of linguistics and syntax relating to the subject matter under consideration (Davis on 
col. 5, lines 20-24 and lines 37-40 teaches translation of language file from first device 
to another device) said method comprising the steps of: 
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providing a computer-based tool having access to a knowledge base reflecting 
one of said first and second semantic environments (Davis on col. 7, lines 7-15 teaches 
translation tool); 

accessing a communication for transmission between said first and second user 
systems, said communication having a content reflecting one of said first and second 
semantic environments (Davis on col. 5, lines 20-40 teaches the translation system may 
convert language file for one device into a language file of another device); 

operating said computer-based tool to transform said content relative to a source 
semantic environment of said communication, thereby providing transformed content 
(Davis on col. 7, lines 7, lines 7-33 teaches translation tool to translate source file into 
translation file); 

transmitting said communication between said first and second user systems 
(Davis on col. 3, lines 30-32 teaches computer network for communication between 
devices (col. 5, lines 37-40)); 

wherein said computer-based tool allows transformation of communications 
between said first and second user systems (Davis on col. 5, lines 20-33 teaches 
translation between devices and on col. 7, lines 7-33 teaches using the translation tool 
to translate between source and target devices). 

However, Davis does not explicitly disclose "real-time transformation". 

Horiguchi discloses real-time transformation between languages, on col. 1, lines 

9-23. 
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It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified Horiguchi into Davis to provide a real-time 
transformation between languages, as taught by Horiguchi, incorporated into the 
translation system of Davis, in order to enhance the transformation system for business 
between countries. 

Regarding dependent claim 30, Davis does not explicitly disclose "transform the 
communication into third semantic environment", however, discloses a translation 
system is capable of translating a language file from a first device into a different 
language file from a second device (on col. 5, lines 20-40). Furthermore, Davis 
discloses the translation tool loading translation machine description for the source and 
targets devices (col. 7, lines 7-15). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to provide the translation of files for multiple target devices 
incorporated as the third semantic environment in order to enhance the translation 
environment via network. 

Regarding dependent claim 31, Davis discloses "tool for translating a least portions of 
the communication", on col. 7, lines 7-33 teaches translation tool. 
Regarding dependent claim 32, Davis discloses "database of objects" col. 3, lines 54- 
60 teach data storage including data files. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sanjiv D. Shah whose telephone number is 571-272- 
4104. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor/Matthew Bella, can be reached on 571-272-4090. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). a 




Sanjiv D. Shah 
Primary Examiner 
Art Unit 2624 



S. Shah 
March 16, 2006 



